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DETAILED ACTION 

Applicants' response, which included amendment to claim 1 and addition of new 
claims 12-16, filed on 7/24/2007, is made of record. Claims 1-16 are now pending. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

Claims 5, 6 and 10 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

1 . Recitation of "any of claims 1 to 3" in claim 5 renders claim 5 and its dependent 
claim 6 indefinite as it is not what Is intended. An appropriate correction is needed. 

2. Recitation of "any claim 1" In claim 10 renders claim 10 indefinite as It is not clear 
what is Intended. An appropriate correction is needed. 

The following Is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-16 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for compound of formula I wherein Y is phenyl and X 
Is phenyl with COOH groups using copper compound, does not reasonably provide 
enablement for compound of formula I whiereln the X and Y are various groups with 
various substltuents using any metal compound as embraced In claim 1. The 
specification does not enable any person skilled in the art to which it pertains, or with 
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which it is most nearly connected, to mal^e and use the invention commensurate in 
scope with these claims. The following apply: 

In evaluating the enablement question, following factors are considered. Note In 
re Wands, 8 USPQ2d 1400 and Ex parte Forman, 230 USPQ 546. The factors include: 
1) The nature of the invention, 2) the state of the prior art, 3) the predictability or lack 
thereof in the art, 4) the amount of direction or guidance present, 5) the presence or 
absence of working examples, 6) the breadth of the claims, and 7) the quantity of 
experimentation needed. 

1 . The nature of the invention and the state of the prior art: 

The invention is drawn to a process of making compound of formula I by reacting 
compound of formula la with compound of formula lb in presence of metal compound 
under microwave energy. The X and Y variables and organic radical and metal 
compound used include any metal compound for both of which there is no enabling 
disclosure in the specification. As recited X and Y can be any radical with reactive 
substituents. Specification is not adequately enabled as to how to make compounds of 
formula (I) wherein the said X and Y are any organic radical. See claim 5 for several 
choices. In addition, the specification is not adequately enabled for any metal 
compound. 

2. The predictability or lack thereof in the art: 

Hence the process as applied to the above-mentioned compounds claimed by 
the applicant is not an art-recognized process and hence there should be adequate 
enabling disclosure in the specification with working example(s). 
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3. The amount of direction or guidance present: 

Examples illustrated in the experimental section or written description offer no 
guidance or teachings as to how perform the process of making compound of Formula I 
wherein X is phenyl, Y is phenyl. 

5. The presence or absence of working examples: 

Although examples in the specification show the process, they are limited to X is 
phenyl, Y is phenyl with copper compound. There are no representative examples 
showing the viability of the process for X and Y are any radical with various substituents 
and metal compound embraced in the instant claims. 

6. The breadth of the claims: 

Specification has no support, as noted above, for all compounds generically 
embraced in the claim language would lead to desired compound of formula I with said 
process and there is also no valid chemical reasoning for one trained in the art to expect 
that one can arrive at a compound wherein X and Y any radical with any substituents . 

7. The quantity of experimentation needed: 

The quantity of experimentation needed would be an undue burden on skilled art 
in the chemical art since there is inadequate guidance given to the skilled artisan for the 
many reasons stated above. Even with the undue burden of experimentation, there is 
no guarantee that one would get the product of desired structure, namely compound of 
formula I embraced in the instant claims. 

Thus, factors such as "sufficient working examples", the "level of skill in the art 
and predictability, etc. have been demonstrated to be sufficiently lacking in the 
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case for the instant claims. 

This rejection is same as made in the previous office action but now includes 
newly added claims 12-16. Applicants' traversal is not persuasive. 
Contrary to applicants' urging, the scope of Wang et al., does not include instant scope. 
The teaching of Wang is mainly limited simple compounds with no reactive groups as 
embraced in the instant claims. Specification has not exemplified representative 
examples showing the viability of the reaction in presence such diverse functional 
groups embraced in the instant claims. As noted before, prior art does not suggest or 
teach such a coupling reaction with various diverse functional groups. Hence, the 
process is not art recognized with such functional groups. It is applicants' burden to 
show representative examples for the viability of the process with all these functional 
groups. 

Hence, this rejection is proper and is maintained. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, rnore than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 6-10 and 13-16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Erdeiyi al., J. Org. Chem., 66, 4165-4169, 2001. 
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Erdeiyi et al., copper and palladium catalyzed cross coupling of alkynes under 
microwave irradiation, which includes instant process and compounds. See entire 
document. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-4 and 6-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Erdeiyi al., J. Org. Cliem., 66, 4165-4169, 2001 in view of Wang et al., J. Chem. 
Research (S), 536-537,2000. 

Erdeiyi et al., copper and palladium catalyzed cross coupling of alkynes under 
microwave irradiation, which includes Instant process and compounds. See entire 
document. 

Erdeiyi et al., differs in not teaching use of alkali carbonates and use of alk^ 
halides for the coupling process. 

Wang et al., copper catalyzed cross coupling of alkynes under microwave 
in^adiation, which includes instant process and compounds. See entire document. 
Wang et al., also teaches use of alkyi halide and alkali carbonates. 

Thus, one having ordinary skill in the art at the time of the invention was made 
would have been motivated to employ the process taught by Erdeiyi and Wang to the 
analogous starting materials and reactants of the instent invention along with suitable 
base and expect to obtain the desired product because he would have expected the 
analogous starting materials and reactants react similariy in view of the combine 
teaching of the prior art. It has been held that application of an old process to an 
analogous material to obtain a result consistent with the teachings of the art would have 
been obvious to one having ordinary skill. Note In re Kerkhoven 205 USPQ 1069. See 
In re KSR Intemational vs. Teleflex Inc., 82 USPQ2d 13-85, 1397 (2007). 
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See also MPEP 2144.05, which says, under Optimization Within Prior Art 
Conditions or Through Routine Experimentation: 

Generally, differences in concentration or temperature will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such concentration or temperature is critical. "[W]here the general conditions 
of a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955) (Claimed process which was performed at a temperature 
between 40°C and 80°C and an acid concentration between 25% and 70% was held to 
be prima facie obvious over a reference process which differed from the claims only in 
that the reference process was perfomied at a temperature of 100°C and an acid 
concentration of 10%.). See also In re Hoeschele, 406 F.2d 1403, 160 USPQ 809 
(CCPA 1969) (Claimed elastomeric polyurethanes which fell within the broad scope of 
the references were held to be unpatentable thereover because, among other reasons, 
there was no evidence of the criticality of the claimed ranges of molecular weight or 
molar proportions.). For more recent cases applying this principle, see Merck & Co. Inc. 
V. Biocraft Laboratories Inc., 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, denied, 
493 U.S. 975 (1989); In re Kulling. 897 F.2d 1147, 14 USPQ2d 1056 (Fed. Cir. 1990); 
and In re Geisler, 116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997). 

Conclusion 

Any inquiry concerning this communication from the examiner should be 
addressed to Venkataraman Balasubramanian (Bala) whose telephone number is (571) 
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272-0662. The examiner can normally be reached on Monday through Thursday from 
8.00 AM to 6.00 PM. The Supervisory Patent Examiner (SPE) of the art unit 1624 Is 
James O. Wilson, whose telephone number is 571-272-0661. The fax phone number for 
the organization where this application or proceeding is assigned (571) 273-8300. Any 
inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-1600. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAG. Status 
information for unpublished applications is available through Private PAIR only. For 
more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-2 17-9197 (toll-free). 




Venkataraman Balasubramanian 



10/15/2007 



